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DETAILED ACTION 

This action is responsive to application filed on February 12, 2004. Claims 1-18 are pending and 
presented for examination. 

Title 

The title of the invention is not descriptive. A new title is required that is clearly indicative of the 
invention to which the claims are directed. 

Abstract 

Applicant is reminded of the proper language and format for an abstract of the disclosure. 

The abstract should be in narrative form and generally limited to a single paragraph on a separate 
sheet within the range of 50 to 150 words. It is important that the abstract not exceed 150 words in length 
since the space provided for the abstract on the computer tape used by the printer is limited. The form 
and legal phraseology often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether there is a need 
for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information given in the 
title. It should avoid using phrases which can be implied, such as, "The disclosure concerns," 
"The disclosure defined by this invention," "The disclosure describes," etc. 

It is recommended to amend the Abstract of the disclosure to read "A computer-readable medium 
containing therein instructions..." instead of "One embodiment of the invention provides a computer- 
readable medium containing therein instructions...". Appropriate corrections are required. 

Drawings 

The drawings are objected to because the newly submitted drawings Figures 1-4, submitted on 
3/1/2004 need to be marked as " Replacement Sheets ". Corrected drawing sheets in compliance with 
37 CFR 1.121(d) are required in reply to the Office action to avoid abandonment of the application. Any 
amended replacement drawing sheet should include all of the figures appearing on the immediate prior 
version of the sheet, even if only one figure is being amended. The figure or figure number of an 
amended drawing should not be labeled as "amended." If a drawing figure is to be canceled, the 
appropriate figure must be removed from the replacement sheet, and where necessary, the remaining 
figures must be renumbered and appropriate changes made to the brief description of the several views 
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of the drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an application 
must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 
1.121(d). If the changes are not accepted by the examiner, the applicant will be notified and informed of 
any required corrective action in the next Office action. The objection to the drawings will not be held in 
abeyance. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, 
or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-15, 17 and 18 are rejected under 35 U.S.C 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 1 is directed to a computer-readable medium, which can either be storage media "memory" 
or transmission media. While storage media qualify as a manufacture patent-eligible subject matter, 
transmission media are non-statutory subject matter. A signal, a form of energy, does not fall within either 
of the two definitions of manufacture. Thus, a signal does not fall within one of the four statutory classes 
of§ 101. 

On the other hand, from a technological standpoint, a signal encoded with functional descriptive 
material is similar to a computer-readable memory encoded with functional descriptive material, in that 
they both create a functional interrelationship with a computer. In other words, a computer is able to 
execute the encoded functions, regardless of whether the format is a disk or a signal. Applicant is advised 
to direct the claim language to a non-transitory, tangible computer readable storage medium, which 
possesses structural limitations under the broadest reasonable interpretation standard to qualify as a 
manufacture patent-eligible subject matter. 

Claims 2-14 are rejected under the same rationale as claim 1 due to their dependency. 

Claim 15 is directed a graphical user interface (software program), which would have 
reasonably interpreted as software alone and thus lack the necessary physical articles or objects to 
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constitute a machine or a manufacture within the meaning of 101. It is clearly not a series of steps or acts 
to be a process nor is it a combination of chemical compounds to be a composition of matter. As such, it 
fails to fall within a statutory category. They are, at best, functional descriptive materials per se. 
Appropriate corrections are required to overcome the 101 rejection. 

Claim 17 is rejected under the same rationale and reasoning as claim 1 . 

Claim 18 is directed to a system for providing a graphical user interface, which also may be 
reasonably interpreted as software alone and thus lack the necessary physical articles or objects to 
constitute a machine or a manufacture within the meaning of 101 . It is clearly not a series of steps or acts 
to be a process nor is it a combination of chemical compounds to be a composition of matter. As such, it 
fails to fall within a statutory category. They are, at best, functional descriptive materials per se. 
Appropriate corrections are required to overcome the 101 rejection. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 18 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 

Claim 18 recites in the preamble of the claim "the method comprising, wherein the system is 
programmed to..", which renders the claim indefinite because is unclear what the claim pertains to. 
Appropriate correction is required where applicable. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for 
the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



Application/Control Number: 10/777,420 Page 5 

Art Unit: 2454 

Claims 1-18 are rejected under 35 U.S.C. 102(b) as being anticipated by Shaw et al (hereinafter 
referred to as "Shaw"), US Patent No. 6,282,565. 

1 . As per claim 1 , Shaw teaches a computer-readable medium containing therein instructions that, 
when executed, generate on a display device a graphical user interface (GUI) (col. 4 lines 60-67; GUI) 
for creating or revising a rule that contains a condition and an action to be taken when the condition is 
satisfied (col. 1 lines 35-46 ), the GUI comprising: 

a rule-editing area (Fig. 2A, col. 4 lines 60-67); 

first and second user-selectable elements, wherein the rule-editing area is configured to accept 
user input to create or revise the condition of the rule upon user selection of the first element, and 
wherein the rule-editing area is configured to accept user input to create or revise the action of the rule 
upon user selection of the second element (Fig. 2A, col. 4 lines 39-67); and 

a rule-preview area configured to provide a display of a user-understandable representation of 
both the condition and the action (Fig. 2A, col. 4 lines 60-67). 

2. As per claim 2, Shaw teaches the computer-readable medium wherein the rule-preview area is 
configured to provide a display of a user-understandable representation of both the rule condition and the 
rule action in a read-only format (Fig. 2A, col. 4 lines 60-67). 

3. As per claim 3, Shaw teaches the computer-readable medium wherein the rule contains at least 
two conditions, and wherein the rule-editing area is configured to accept user input to create or modify 
any the conditions upon user selection of the first element (col. 4 lines 39-67; attribute). 

4. As per claim 4, Shaw teaches the computer-readable medium wherein the rule contains at least 
two actions, and wherein the rule-editing area is configured to accept user input to create or modify any of 
the actions upon user selection of the second element (col. 4 lines 39-67; action). 

5. As per claim 5, Shaw teaches the computer-readable medium wherein the condition includes an 
attribute name, an operator, and an attribute value (col. 4 lines 60-67). 

6. As per claim 6, Shaw teaches the computer-readable medium wherein the rule-editing area 
contains: 
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a first menu having a set of user-selectable options for determining the attribute name of the 
condition (col. 4 lines 39-67); 

a second menu having a set of user-selectable options for determining the operator of the 
condition and a text-entry field to accept user input for determining the attribute value of the condition 
(Fig. 3, col. 10 lines 18-51 ). 

7. As per claim 7, Shaw teaches the computer-readable medium wherein the action includes an 
action name and an action value (col. 13 line 44 - col. 14 line 14). 

8. As per claim 8, Shaw teaches the computer-readable medium wherein the rule-editing area 
contains: 

a menu having a set of user-selectable options for determining the action name of the action and 
a text-entry field to accept user input for determining the action value of the action (Fig. 2A, col. 4 lines 
39-67). 

9. As per claim 9, Shaw teaches the computer-readable medium wherein the action further includes 
an 15 attribute name and an attribute value (col. 4 lines 39-67). 

10. As per claim 10, Shaw teaches the computer-readable medium wherein the first user-selectable 
element is adjacent to the second user-selectable element (col. 10 lines 41-51). 

11. As per claim 1 1 , Shaw teaches the computer-readable medium wherein the first and second 
user- selectable elements are each either user-selectable button or user-selectable text elements (col. 4 
lines 60-67). 

12. As per claim 12, Shaw teaches the computer-readable medium wherein the first and second 
user- selectable elements are each graphical tabs (col. 14 lines 42-67). 

13. As per claim 13, Shaw teaches the computer-readable medium wherein the rule may be used to 
process textual information (col. 4 lines 28-47). 

14. As per claim 14, Shaw teaches the computer-readable medium wherein the rule may be used to 
process textual information contained in an email message (col. 4 lines 28-47). 

15. Claims 15-18 are rejected under the same rationale as claim 1. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 
Please refer to form PTO-892 (Notice of Reference Cited) for a list of relevant prior art. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Mohamed Wasel whose telephone number is (571) 272-2669. The examiner can normally 
be reached on Mon-Fri (8:00 am - 5:30 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Nathan Flynn can be reached on (571) 272-1915. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free)? If you would like assistance from a USPTO Customer Service Representative 
or access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 



/Mohamed Wasel/ 

Patent Examiner, Art Unit 2454 

May 20,2010 



